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DETAILED ACTION 

1 . This Office Action is in response to the Amendments and Arguments filed on 
07/07/2009. Claims 1, 6-10, and 15-22 remain pending and have been examined. The 
Applicants' amendment and remarks have been carefully considered, but they are moot 
in view of new grounds for rejection. Accordingly, this action has been made FINAL. 

All previous objections and rejections directed to the Applicant's disclosure and 
claims not discussed in this Office Action have been withdrawn by the Examiner. 

Response to Arguments 

2. Applicant's arguments (pages 7-8) filed on 07/07/2009) with regard to claims 1 , 
6-10, and 15-22 have been considered but are moot in view of the new ground(s) of 
rejection. 

With respect to the independent 1 and 10, rejected under 35 USC 101, the 
Applicant asserts that claim 1 , is an apparatus claim and the encoding units and control 
unit is a concrete and tangible item. The Examiner respectfully disagrees with this 
assertion. There is no element in the claims that would reasonably convey that the 
apparatus claim was NOT software as stated in a preferred embodiment, paragraphs 
[0139] and [0140], where the Published Specification of the Applicant specifically 
describes the present invention is "not confined to only the apparatus and method" and 
further describes the "software-related programs themselves actualize the functions of 
the embodiments." Therefore, the specific units performing the functions are all software 
entities as described in the paragraphs above. Hence, the stated functions comprise 
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software and is thus not directed to a hardware embodiment. Furthermore, data 
structures not claimed as embodied in computer readable media are descriptive 
material perse and are not statutory because they are not capable of causing functional 
change in the computer. Hence, for these reasons the Applicant's arguments are not 
persuasive and the rejection is maintained. 

Response to Amendment 

3. Applicants' amendments filed on 07/07/2009 have been fully considered. The 
newly amended limitations in claimsl and 10 necessitate new grounds of rejection. 
Please see the new rejection under the 35 USC 1 1 2, 1 st and 2 nd headings. 

Claim Rejections - 35 USC §112 

4. The following is a quotation of the first paragraph of 35 U.S. C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

5. Claims 1 and 10 are rejected under 35 U.S.C. 112, first paragraph, as failing to 
comply with the written description requirement. The claim(s) contains subject matter 
which was not described in the specification in such a way as to reasonably convey to 
one skilled in the relevant art that the inventor(s), at the time the application was filed, 
had possession of the claimed invention. The newly added limitation of "audio encoding 
control unit" is not described in such a way the Applicant had possession of the claimed 
invention. The closest support can be found in paragraphs [0123] and [0127], which 
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describes the operation of the audio data encoding unit 2801 that contains plural 
encoders 2902 and 2903. Specifically, a particular encoding unit is selected based on 
optimal coded audio data. In this section there is no mention of a control unit and how 
this control unit acts in a capacity to be the same as the audio data encoding unit. It is 
further not known whether this control unit is a physical entity or acts as a sub-routine 
as part of a software application. The Applicant is advised to show where in the 
Specification such a control unit is supported in order for the rejection to be withdrawn. 

6. Claims 6-9 and 15-22 are rejected for being dependent upon a rejected base 
claim. 

7. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

8. Claims 1 and 10 are rejected under 35 U.S.C. 112, second paragraph, as being 
incomplete for omitting essential steps, such omission amounting to a gap between the 
steps. See MPEP § 2172.01. The omitted steps are: Claims 1 and 10, in paragraphs 6 
and 5, respectively recite the audio encoding control unit that controls encoding in two 
particular cases. One of which the image setting unit effects the encoding and the other 
which does not. Furthermore, the data integration step in the next paragraph of the 
claims fail to realize that two specific cases and omits the data integration of the 
encoded audio and image data when the image encoding setting unit is not set for a 
particular region. Only integration is performed for the case where the image encoding 
setting unit effects the setting of the encoding. The omission of the former case leads to 
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a gap between the steps and is unclear what happens to the data when no setting for 
the particular regions occurs. 

9. Claims 6-9 and 15-22 are rejected for being dependent upon a rejected base 
claim. 



Claim Rejections - 35 USC § 101 

10. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

Claims 1, 6-9, and 21 are rejected under 35 U.S.C. 101 because the claims 
appear to be directed to a software embodiment and not to hardware embodiment, 
where a machine claim is directed towards a system, apparatus, or arrangement. The 
claim appears to be directed towards a software embodiment. Paragraphs [0139] and 
[0140] describe the software program codes actualizing the embodiments of the 
invention. The claimed limitations are capable of being performed as software as 
described in the above paragraphs, alone since no hardware component is being 
claimed. Hence, the stated functions comprise software and is thus not directed to a 
hardware embodiment. Data structures not claimed as embodied in computer readable 
media are descriptive material perse and are not statutory because they are not 
capable of causing functional change in the computer. See e.g., Warmerdam, 33 F.3d 
at 1361, 31, USPQ2d at 1760 (claim to a data structure perse held nonstatutory). Such 
claimed data structures do not define any structural and functional interrelationships 
between data and other claimed aspects of the invention, which permit the data 



Application/Control Number: 10/656,375 Page 6 

Art Unit: 2626 

structure's functionality to be realized. In contrast, a claimed computer readable medium 
encoded with a data structure defines structural and functional interrelationships 
between the data structure and the computer software and hardware components which 
permit the data structure's functionality to be realized, and is thus statutory. 

Allowable Subject Matter 

1 1 . Claims 1 and 10 would be allowable if rewritten or amended to overcome the 
rejections under 35 U.S.C. 112, 1 st , 2nd paragraph, and 35 USC 101 set forth in this 
Office action. 

12. The following is a statement of reasons for the indication of allowable subject 
matter: None of the cited references either alone or in combination thereof teach the 
limitation of the combination of "in accordance with said image encoding setting unit 
setting the encoding to make the partial region in each of frame images the high image 
quality, such that (1 ) the audio data is encoded by said first audio encoding unit to 
provide audio encoded data irrespectively of whether said image encoding setting unit 
effects the setting of the encoding, and (2) the audio data is encoded by each of said 
first audio encoding unit and said second audio encoding unit in a time period 
corresponding to the encoding set by said image encoding setting unit so that one of the 
respective audio encoded data provided by said first audio encoding unit and said 
second audio encoding unit is selected during the time period" and the data integration 
unit and step as recited in the following paragraph of independent claims 1 and 10. 
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Conclusion 

1 3. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

Takahashi (US 6,173,265) and Gao et al. (US 6,604,070) is cited to disclose 
multiple rate encoders and selection based on a particular frame. Koshida et al. 
Sodagar et al. (US 6,526,175) is cited to disclose packetization significance information 
using multiple audio coders. (US 6,658,383) is cited to disclose speech and music 
coding. Blust (US 6,718,183) is cited to disclose vocoder selection. Shlomot et al. (US 
7,080,010) is cited to disclose encoders being selected based on signal type. 

14. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to PARAS SHAH whose telephone number is (571)270- 
1650. The examiner can normally be reached on MON.-THURS. 7:30a. m.-4:00p.m. 
EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, David Hudspeth can be reached on (571)272-7843843. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/David R Hudspeth/ 

Supervisory Patent Examiner, Art Unit 2626 

/Paras Shah/ 
Examiner, Art Unit 2626 
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